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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Nike Global Services Pte. Ltd.

Entity Corporation Citizenship Singapore

Address Block 1, Temasek Avenue Millenia Tower
Singapore, 039192
SINGAPORE

Attorney
information

Per Enfield
Alleman Hall McCoy Russell & Tuttle LLP
806 SW Broadway Suite 600
Portland, OR 97205
UNITED STATES
enfield@ahmrt.com, mccoy@ahmrt.com, langston@ahmrt.com,
docketing@ahmrt.com Phone:503-459-4141

Applicant Information

Application No 85222514 Publication date 06/07/2011

Opposition Filing
Date

06/21/2011 Opposition
Period Ends

07/07/2011

Applicant Popoy, Ariel T.
15102 Barnwall Street
La Mirada, CA 90638
UNITED STATES

Goods/Services Affected by Opposition

Class 025.
All goods and services in the class are opposed, namely: Baseball caps; jerseys; shoes; sport shirts;
sports caps and hats; sports jackets; sports jerseys; sports overuniforms; sports pants; sports shirts;
sports shirts with short sleeves; uniforms

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1091160 Application Date 04/24/1973

Registration Date 05/09/1978 Foreign Priority
Date

NONE

Word Mark NONE

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class U039 (International Class 025). First use: First Use: 1971/11/00 First Use
In Commerce: 1972/02/00
FOOTBALL SHORTS, TRACK SUITS, BOXING TIGHTS, UMPIRES COATS, [
WATER POLOCAPS, ] ATHLETES SLIPS, SHORTS, AND VESTS; [ BATHING
KNICKERS, SWIMMING COSTUMES, ] JERSEYS, SHIRTS, PULLOVERS,
TROUSERS, [ GOLF JACKETS, ] SPORT STOCKINGS, BELTS, [ SCOUTING
UNIFORMS FOR BOYS AND GIRLS, ] OVERALLS, HATS AND CAPS

U.S. Registration
No.

1399665 Application Date 06/27/1985

Registration Date 07/01/1986 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use: First Use: 1980/01/00 First Use In Commerce: 1980/01/00
SPORTING EQUIPMENT, NAMELY, SOCCER BALLS

U.S. Registration
No.

3114430 Application Date 06/14/2004

Registration Date 07/11/2006 Foreign Priority
Date

02/20/2004

Word Mark NONE



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use:
Printed publications, namely magazines, newsletters and brochures in the field
of sports; stationery, namely paper and envelopes; office requisites (except
furniture), namely lever arch files, ring binders, pencil cases, pencil tins, pens,
pencils, rulers, erasers, pencil sharpeners, zipper cases, notepads, pen holders,
exercise books, paper pads, adhesive labels, address labels and document
cases
Class 018. First use:
Bags and holdalls for sports clothing, school bags, game bags, haversacks,
rucksacks, luggage, wallets, purses, briefcases and umbrellas
Class 025. First use:
Rugby and soccer jerseys and shorts, goal keepers' sweaters and shorts and
pants, track suits, T-shirts, sweat tops, polo shirts, socks, shoes, gloves, fleece
tops, track singlets and track shorts, jackets, shower jackets, training bibs,
namely, a garment worn over a training jersey, hats, caps and belts
Class 028. First use:
Sports balls, footballs and rugby balls, tennis racquets, squash racquets and
badminton racquets, shin guards for athletic use, knee guards for athletic use,
shoulder pads for athletic use, gloves specifically adapted for use in boxing, golf
and basketball, bags specifically adapted to carry sports equipment, sports
training appliances and devices namely, training cones, marker flags and nets
for ball games

U.S. Registration
No.

3458405 Application Date 07/30/2007

Registration Date 07/01/2008 Foreign Priority
Date

NONE

Word Mark PRO UMBRO

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use:



Holdalls, haversacks, rucksacks, luggage, wallets, purses, sports bags,
briefcases and umbrellas
Class 025. First use:
Clothing, namely, rugby and soccer jerseys and shorts, goal keepers' sweaters,
shorts and pants, track suits, T-shirts, sweat tops, polo shirts, socks, gloves,
fleece tops, track singlets and track shorts, jackets, shower jackets, training
bibs, namely, a garment worn over a training jersey, belts; headgear, namely
hats and caps; footwear, namely, shoes, trainers and football boots
Class 028. First use:
Sporting and gymnastic articles, namely, shin guards for athletic use, knee
guards for athletic use, shoulder pads for athletic use, gloves specifically
adapted for use in boxing, football, golf and basketball; sports training
appliances and devices, namely, training cones, marker flags and nets for ball
games; footballs and rugby balls; tennis racquets, squash racquets, badminton
racquets and bags specially adapted for sports equipment

U.S. Registration
No.

3505613 Application Date 11/05/2007

Registration Date 09/23/2008 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use:
Non-medicated toilet preparations, namely, soaps, waters, perfumes; cosmetic
preparations; soaps; essential oils; perfume; cosmetic preparations for the care
of teeth; hair care preparations; deodorants for personal use; antiperspirants;
non-medicated preparations all for the care of the skin, hair and scalp; non-
medicated sun care preparations; gels for the shower; hair shampoos and hair
lotions
Class 009. First use:
Motion picture films about soccer football; audio and video recordings featuring
soccer football; computer programmes for use in the presentation of films about
soccer football; radios, sunglasses, spectacle glasses, spectacle frames and
spectacle cases
Class 014. First use:
Horological and chronometric instruments; watches and clocks; watch bands
and watch straps; jewelry
Class 025. First use:
Articles of clothing, namely, shirts, shorts, pants, sweat suits, jackets, rain suits,
socks, t-shirts, rugby shirts, rugby shorts, football shorts, track uniforms, boxing
trunks, umpire coats, water polo caps, vests, swimming trunks, jerseys,



pullovers, trousers, golf jackets, sports stockings, belts, hats, caps, rugby and
soccer jerseys, goal keepers sweaters, shorts and pants, sweat tops, polo shirts,
gloves, fleece tops, track singlets and track shorts, shower jackets, training
polyester and cotton mix bibs, namely, a garment worn over a training jersey;
footwear

U.S. Registration
No.

3559606 Application Date 07/09/2007

Registration Date 01/13/2009 Foreign Priority
Date

01/29/2007

Word Mark 5

Design Mark

Description of
Mark

The mark consists of a stylized number "5" and diamond design.

Goods/Services Class 018. First use:
Bags, holdalls, haversacks, rucksacks, luggage, purses, and sports bags, all
relating to soccer football; none being intended as high fashion items
Class 025. First use:
Clothing, namely, rugby and soccer jerseys and shorts, goal keepers' sweaters
and shorts and pants, track suits, T-shirts, sweat tops, polo shirts, socks, gloves,
fleece tops, track singlets and track shorts, jackets, shower jackets, training
bibs, namely, a garment worn over a training jersey, belts; headgear, namely,
hats and caps; footwear, namely, shoes, trainers, football boots; all relating to
soccer football;none being intended as high fashion items
Class 028. First use:
Sporting and gymnastic articles, namely, shin guards for athletic use, knee
guards for athletic use, shoulder pads for athletic use, gloves specifically
adapted for use in boxing, football, golf and basketball, sports training
appliances and devices, namely, training cones, marker flags and nets for ball
games; footballs; rugby balls, sports balls, tennis racquets, squash racquets,
badminton racquets and bags specially adapted for sports equipment
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Per Enfield/

Name Per Enfield

Date 06/21/2011
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
Umbro International Limited,   ) 
      ) 
    Opposer, ) 
      ) 
  v.    ) Opposition No. ______________ 
      ) 
Ariel Popoy       ) 
        ) 
    Applicant. ) 
      ) 
 
Commissioner for Trademarks 
Trademark Trial and Appeal Board 
U.S. Patent and Trademark Office 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 
 NOTICE OF OPPOSITION 
 
 In the matter of the application of Ariel Popoy (“Applicant”), for registration of the mark 

, application Serial No. 85/222,514, published in the Official Gazette on June 

7, 2011, Nike Global Services Pte. Ltd. (“Opposer”), a corporation organized under the laws of 

Singapore, with its principal place of business at Block 1, Temasek Avenue, Millenia Tower, Singapore 

039192, Singapore, believes that it will be damaged by registration of the mark shown in Serial No. 

85/222,514 and hereby opposes registration. 

 The grounds for opposition are as follows: 

1. Opposer is a corporation, doing business as Nike Global Services Pte. Ltd., organized 

under the laws of Singapore, with its principal place of business at Block 1, Temasek Avenue, Millenia 

Tower, Singapore 039192, Singapore.  Hereinafter, in regards to statements regarding use of trademarks, 

the term “Opposer” may include Nike Global Services Pte. Ltd., Opposer’s predecessor in interest, and/or 

Opposer’s licensees and other authorized distributors, as appropriate. 
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2. Opposer has been and continues to be engaged in the business of designing, marketing 

and selling clothing, sports clothing, sporting goods, sports accessories, bags, and other related goods and 

services in the United States and abroad.   

3. For over 40 years, Opposer has used in interstate commerce marks consisting solely of, or 

including, a diamond design (the “Umbro Marks”) to identify clothing, sports clothing, sporting goods, 

sports accessories, bags, and other related goods and services originating from the Opposer.  For example, 

as shown in U.S. Reg. No. 929,212 for , Opposer first used a diamond design at least as early 

as 1931, and first used a diamond design in commerce in 1964.  Further, Opposer has continuously used 

in interstate commerce marks consisting solely of, or including, a double diamond design, including but 

not limited to , to identify clothing, sports clothing, sporting goods, sports accessories, 

bags, and other related goods and services originating from the Opposer. 

4. Opposer has common law rights and trademark registrations for the Umbro Marks, 

including the following United States trademark registrations for some of its Umbro Marks: 

Registration 
Number 

Registration 
Date 

International 
Class 

1,091,160 May 9, 1978 25 
1,399,665 July 1, 1986 28 
3,114,430 July 11, 2006 16, 18, 25, 28 
3,458,405 July 1, 2008 18, 25, 28 
3,505,613 July 8, 2008 3, 9, 14, 25 
3,559,606 Jan. 13, 2009 18, 25, 28 

  

5. In addition to the Umbro Marks, Opposer has applied for or may have common law rights 

in additional marks, for use in connection with clothing, accessories and sporting goods items, and other 

related goods and services, including but not limited to: , 
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, , , , 

, , and . 

6. Opposer has used and continues to use the Umbro Marks and the goods in connection 

therewith have been popular and the subject of significant advertising and promotional activities.  

7. Opposer has promoted and sold its goods in interstate commerce under its Umbro Marks 

since prior to any alleged use by Applicant of the mark shown in the Application.  

8. The use of Opposer’s Umbro’s Marks has been valid and continuous since the dates of 

first use and Opposer has not abandoned the Umbro Marks.  Opposer’s Umbro Marks are symbolic of 

extensive goodwill and consumer recognition built up by Opposer through substantial amounts of time 

and effort in advertising and promotion.  Opposer’s Umbro Marks identify and distinguish Opposer’s 

goods from the goods of others, and identify the source and origin thereof to both the trade and the public. 

9. Prior to Applicant’s adoption of its mark, Opposer’s Umbro Marks have been used and 

promoted in such a way as to create a public perception that a diamond design, and in particular a double 

diamond design, is an indication of source.   

10. Opposer’s Umbro Marks have become well known and famous. 

11. Notwithstanding Opposer’s rights in and to its Umbro Marks, Applicant, on January 20, 

2011, filed an application for registration of the mark .  Applicant’s 

application was given Serial No. 85/222,514 and was published for opposition in the Official Gazette on 

June 7, 2011.    
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12. The published application for the mark  includes the 

following goods and services:  

Baseball caps; jerseys; shoes; sport shirts; sports caps and hats; sports jackets; sports jerseys; 
sports overuniforms; sport pants; sport shirts; sports shirts with short sleeves; uniforms in 
International Class 025. 
 
13. Applicant does not claim a date of first use, and no statement of use has been filed with 

the USPTO. 

14. Applicant’s first use date will be subsequent to Opposer’s first use of at least some of the 

Umbro Marks. 

15. Applicant’s filing date is subsequent to Opposer’s filing date for each of the Umbro 

Marks. 

16. Applicant’s recited goods are closely related to the goods offered by Opposer for the 

Umbro Marks and consumers may be confused as to source of the goods. 

17. Applicant’s mark , when used in connection with the goods 

set forth in its application, is confusingly similar to Opposer’s use of its Umbro Marks. Registration of 

Applicant’s mark and use by it for its goods in the U.S. is likely to cause confusion, mistake and 

deception among consumers.  Registration of Applicant’s mark may damage the goodwill and consumer 

recognition that Opposer has built up in its Umbro Marks. 

18. Applicant’s mark dilutes or is likely to dilute or will dilute Opposer’s distinctive and 

famous Umbro Marks in violation of Section 43(c) of the Act. 

19. Commercial use of the Applicant’s mark will cause or is likely to cause dilution of the 

distinctive quality of Opposer’s well known and famous Umbro Marks. 
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 WHEREFORE, Opposer believes that it will be damaged by registration of Applicant's mark, and 

prays that registration be denied. 

 Opposer authorizes the Commissioner for Trademarks to charge the fee for filing this Notice of 

Opposition, or any other additional fees that may be due, to Deposit Account 504816. 

 DATED this 21st day of June 2011. 

 Respectfully submitted, 
 
Alleman Hall McCoy Russell & Tuttle LLP 

 
       
Per J. Enfield 
Attorney for Opposer 
806 S.W. Broadway, Suite 600 
Portland, Oregon 97204 
Telephone: (503) 459-4141 
Facsimile: (503) 459-4142 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that a true and correct copy of the foregoing NOTICE OF OPPOSITION was served 

by First Class Mail upon Applicant at the address of record below on this 21st day of June, 2011: 

Sepehr Daghighian, Esq. 
Law Offices of Sepehr Daghighian, P.C. 
433 N. Camden Dr., Floor 4 
Beverly Hills, CA 90210-4408 

        
              
       Per J. Enfield 
       Attorney for Opposer 
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